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DETAILED ACTION 

1 . This action is in response to the following communication: Non-provisional 
application filed 12/29/2003. 

2. Claims 1-6 are pending. Claims 1 and 4 are independent claims. Claims 1-3 are 
method claims. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 4-6 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter, and are limited to software and not to one of a 
process, machine, manufacture or composition of matter, and therefore fails to fall into a 
category of patent eligible subject matter. 

Furthermore, claims 4-6 fall under a Judicial Exception since they represent 
"abstract ideas", which attempts to produce a "practical application." To provide a 
"practical application", of a judicial exception, a "physical transformation" must occur, or 
the invention must produce a "useful, concrete, and tangible result." 
Claims 4-6 lacks "credibility" and is thus not useful since complex software cannot be 
customized and produced with just the use of customer supplied specifications. In 
addition, just the production of software is not a "tangible result." Transformation of data 
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does not result in any "physical transformation." Still further, if the claims are rewritten 
as a manufacture, then they would have to include a proper computer readable 
medium, which is currently lacking. 



Claims 1-3 are a method for accomplishing the tasks specified in claims 4-6. 
Claims 1-3 are rejected for lacking a useful (credible) and tangible result, as discussed 
above. 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



2. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 
148 USPQ 459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at 
issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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3. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

4. Claims 1-6, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Campbell et al (hereinafter Campbell) 6,377,951 issued Apr. 23, 2002 and filed Aug. 6, 
1999 in view of Bowhill 2004/001 5831 published Jan. 22, 2004 and filed Jan. 31, 2001. 

In regards to independent claim 4, Campbell teaches (Campbell abstract): 

• a software core module storage unit, which is used to store a pre-built 
software core module object; 

• a functional module storage unit, which is used to store a set of pre-built 
functional module objects; 

• a custom-made module storage unit, which is used to store a set of 
custom-made module objects; 
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• a database access management unit, which is used to control access 
operations on the software core module storage unit, the functional 
module storage unit, and the custom-made module storage unit; 

Campbell fails to teach the use of custom option settings and specifications for 
producing custom-developed software packages. 

However Bowhill (Bowhill Abstract) teaches a: 

• modularized custom-developed software package producing system 
which is capable of automatically producing a custom-developed software 
package based on customer-designated specifications; 

• custom-option setting unit, which is a user-input module for inputting a set 
of user-specified custom options that specify a set of functional module 
objects and custom-made module objects that are required for integration 
to the custom-developed software package; 

With respect to dependent claim 5: 

Campbell (Campbell Abstract) teaches the use of: 

• functional module objects stored in the functional module storage unit include a 
group of pre-built core functional module objects and a group of custom-made 
functional module objects. 
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With respect to dependent claim 6: 
Campbell (Campbell Abstract) teaches the use of: 

• custom-made module objects stored in the custom-made module storage unit 
include a group of document file objects, a group of data file objects, and a group 
of custom-made interface objects. 

Accordingly it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the systems of Campbell to incorporate the use of 
custom option settings and specifications of Bowhill, for producing custom-developed 
object-oriented software packages. Said system would teach every limitation of 
claims 4-6. 

Claims 1-3 are a method for accomplishing the tasks specified in 
claims 4-6. Claims 1-3 are rejected because the claimed method is inherent in the 
software of claims 4-6. 
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Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Evral Bodden whose telephone number is 571 272 
3455. The examiner can normally be reached on Monday to Friday, 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Del Sole can be reached on 5712721 130. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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